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REMARKS 

Applicants respectfully submit that the claims have been amended and 
claims 2, 5.6, 10, 14 15, 19, 22, and 23 have been canceled without 
prejudice, to more clearly point out the present invention. All the claims 

' e ' _■>} owance, which allowance Is earnestly 

solicited, 

CLAIMS REJECTION UNDER 36 U.S.C. 1 12 

Claims }-25 were rejected under 35 U.S.C. 1 12, second paragraph* as 
seine n sd? ite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. More specifically, 
the claims were rejected based on the use of the term "first level", Applicants 
have addressed the informality in compliance with 35 U.S.C. 1 1 2, 

ClAiyS REJECTION UNDER 35 U.S.C. 102 

Claims I, 4, 5, 9, 13, 14 1 8, 2 1 and 22 were rejected under 35 U.S.C. 
"102(b) as being cleariy anticipated by Uilmann et at, US 2002/0198983 
(h reinafte *t Y a n") applicants respectfully submit that Uilmann loesnol 
disc 56? a }mf s and limitations of 3 claims on file. C eaue iU 

the claims on file are not anticipated under 35 U.S.C. 102., and the 
allowance of these claims and the claims dependent thereon are earnestly 
solicited. In support of this position, Applicants submit the following 
arguments: 
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A. Legal Standard for Lack of N.pyMfy..(Anticipqtion) 

The standard for lack of novelty, that is. for "anticipation," Is one of strict 
- - 3 " s :or a patent a single prior source must 
z ' N s. and the buna s , zing such 

anticipation is on the party making such assertion of anticipation. 
Anticipat inn 1 - y mbining r ore rhan one r ft rence to 

show he 5-iernents of the c i mo 

, v. ,qi , ^ * - jl_x 

the following are two court opinions in support of Applicants" \ sositioi i ( >f 
non anticipation, with emphasis added for clarity purposes: 

• "Anticipation under Section 102 can be found only If a reference shows 
exactly what is claimed; where there are differences between the 
■reference disclosures and the claim a rejection must be based, on 

. obviousness under Section 103." Titanium Metals Corp, v. Banner. 778 F,2d 
775, 227 USPQ 773 (Fed. Cir, 1985). 

* " Absence from a cited reference of any element of a claim of a patent 
negates anticipation of that claim by the reference," Kioster Speedsteel 

\ i nc , 793 F.2d 1565, 230 USPQ 81 (Fed. Cir. 1 986), on 

rehearing, 231 USPQ 160 (Fed. Cir. 1986). 

B. Application of t he Legal Standard of Anticipation to the Present Inventio n 

The allowability of the claims will now be discussed In light of 
, > ^ aim Examine states thai 

"Ullmann does not expressly discloses "...the third predetermined value Is a 
history trace level," Claim 6 has now been canceled without prejudice, and 
its limitation is recited In the current claim 1 as amended, 
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anticipated by Ullmana for reciting a limitation that is admittedly not 
included in the cited reference. The claims dependent on claim ] are 
therefore also not anticipated by Uilmann. Independent claims 9 and 1 8 are 
allowable for containing a similar subject matter to that of claim ] , 
Therefore, claims 9 and 1 8 and the claims dependent thereon, are also 
allowable, 

CLAIMS REJECTION UNDER 35 U.S.C. 103 

Claims 2, 6-8, 10, 11, 15-1 7, 19, and 23-25 were rejected under 35 U.S.C. 
103(a) as being unpatentable over Uiimdnn, 

Applicants respectfully submit that the cited references do not disclose all 
the elements and limitations of the claims on file as a whole. Consequently, 
the claims on file are not obvious under 35 U.S.C, 103, and the allowance of 
these clasms is earnestly solicited. The aiiowabiiity of the rejected claims will 
now be discussed in view of representative claim 1 that has been 
amended to recite the limitation of claim 6, 

third predetermined value is a history trace level." However, Uilmann does 
disclose a history trace", 

Applicants respectfully traverse this rejection ground and submit that 
Uilma nn d oes hotJoq thejilstory data for g si:)ecitic progrgr;n. a ctiv it y c a sea 
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between "history data" and "history data level* that Initiates the logging of 
the history data. 

in addition, although Ullmann describes a trigger, such trigger is quite 
distinct from the trap value of the present Invention. Claim 1 has been 
amended to clarify that the trap value is used as a + 
logging of the history data tor a specific program activity. In other term, 

ng a oggir-g event in general is a well known step, the 
- ■-\vo-sv i\sr :j"_p'; -j 

s - based upv. *h?s. a p m 

submit that the Ullmann does not appear to describe this specific feature. 

in addition, claim 3 has now been amended to clarify the selective 
need to resize the trace buffer. No such resizing of the trace buffer is 
described in the prior art. 

To summarize, the office action seems to dissect the elements of the 

claims, without considering the invention as a whole. Consequently, 

Applicants respectfully submit that Uilmann does not co nsider the present 

invention as a whole, necessitating the finding of non-compliance with the 

foregoing legal standard. Reference is made to the following legal 

authority in support of the finding of non-obviousness: 

" In determining the differences between the prior art and the 
claims, the question undet 35 U.S.C. 103 Is not whether the differences 
a e. i - * •< ■; \ eufd have been obvious, but whether t he claimed 
Invent c . s ; ^ol@ would have ; - agus The prior art 

f, miec m > ipen esonance whereas 
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tl e nve - r ted the need tor dampening via + ->e one-piece 
j v v r c > < v e A sosp raght was contrary to the 
understandings and expectations of the art, the. structure effectuating 
it would not have been obvious to those skilled in the art." 713 F.2d at 
785,218USPQ at 700/ 

The Examiner resorts to the genera! knowledge in the field to compensate 
for the missing elements of Uilmann, indicating that; 'it would have been 
obvious to one of ordinary skill in the art at the time the invention was made, 
to log the "history trace level" in the event of an error in order to reconstruct 
the problem to achieve the benefits old are well known in the art of program 
debugging by reconstructing the problem." 

Applicants respectfully traverse this rejection ground, and submit that the 
Examiner has n ot provided any support for this ground with the except ion of 

iv©! . 3 *t iQVv n Aoo i s 
submit that if the Examiner wishes to rely oh such rejection ground, then the 
Examiner is requested to submit evidence in support of the Examiner's 
position. 

In addition, Applicants respectfully submit that Uilmann does not provide 
any reasonable teaching or suggestion to support modifying its teaching in 
order to log the "history trace level" in the event of an error, to reconstruct 
the problem for achieving the benefits old are well known in the art of 
program debugging by reconstructing the problem." 

In response. Applicants respect* J y s Dm + tha cent o* 

_ - e +c s o s. c. m N Jo ... ^ „ . 
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' '~~<s necessar y specificity to be considered as reasonabl e 

~ oc - j " i 1 , ^ 

hindsight addition of the missing feature to those of the primary reference 
(Uilmann), without a well founded reason to support such modification 

Consequently, the combination of Ullmann and the o;enefo:i comment 
made by the Examiner, is untenable . 



As a result, the hypothetical combination of Ullmann and the Exmsner's 

general comment cannot be used to support a finding of obviousness, as 

Indicated by the legal authorities below: 

"Obvious ness cannot be established by combining the teachings of the 
prior art to produce the claimed invention, qbsent soMe feachina or 
lahon." in re Fine. 837 F,2d at 1.075,- 5 
<>8 (citing ACS Hasp. Sys, ,v< : Montefiore Hosp., 732 F.2d 1572, 
1577, 221 USPQ 929, 933 (Fed. C/r. 1984)), What a reference teaches and 
whether It teaches toward or away from the claimed invention are 
questions of fact. See Raytheon Co. v. Roper Corp., 724 F. 2d 951, 960-6 1, 
220USPG 592 599-600 (Fed. Or. 1983), cert, denied, 469 U.S. 835, 83 L Ed, 
2d 69, 105 5. Ci, 127(1984)." 

"When a rejection depends on a combine! on ct pr or a? - - 
there must be some teaching sug gestion, or motivation fa combine the 
references. See in re Geiger, 815 F.2d 686, 688, 2 USPQ2d 1276, 1278 (Fed. 
Or 103"?, ' p i „ s els, r - ~ L , , 

w\ ^ _ ) t » t t i 

where ther e 1$ some teaching. .sug gestion, or motivation to do so found 
e fher e> N citly n the referer ces hems ?h es o t the 

ige ?en< 3liy a ai nolo to one of ordinary skill in the art. See MPEP 
2143.01; in re Kobob, 217 F,3c 1365, 1370, 55 USPQ2d 1313, 1317 (Fed. Clr. 
2000); In re Fine. 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Clr. 1988); and in re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed, Clr. 1992)." 
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Claim 1 is thus not obvious in view of the cited reference, and the 
allowance of this claim and the claims dependent thereon, is earnestly 
solicited. Independent claims 9 and 1.8 are allowable for containing a similar 
sub;< )o! matter to that of claim 1. Therefore, claims 9 and 18 and the claims 
dependent thereon, are also allowable, 



CONCLUSION 



^11 tf se: nf v an file r the present application are in condition 

far immediate allowance, and such action is respectfully requested. If if Is felt 
for any reason that direct communication would serve to advance 
prosecution of this case to finality, the Examiner is invited fa call the 
undersigned at the beiow-Hsied telephone number. 



Date: January 15, 2007 

Samuel A. Kassatiy Law Off ice 
20690 View Oaks Way 
San Jose, CA95120 
Tel: (408)323-5111 
Fax: (408) 521-0111 



Respectfully submitted, 

/Samuel A. Kassatiy/ 

Samuel A, Kassatiy 
Attorney for Applicants 
Reg. No. 32,247 
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